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A Q&A guide to patent litigation in Japan.

This Q&A gives a high-level overview of patent disputes, including sources of law, court systems, substantive law,
parties to litigation, enforcement options, competition and anti-trust issues, procedure in civil courts, preliminary
relief, final remedies, appeal procedure, litigation costs, and standard essential patents (SEPs), fair, reasonable and
non-discriminatory (FRAND) licensing, and anti-suit injunctions.
 

 
Sources of Law

1. What are the principal sources of law and regulation relating to patents and patent
litigation?

The Japanese legal system is based primarily on codified law. The Patent Act (Act No. 121 of 13
April 1959) is the principal source of substantive law governing patents, including pharmaceutical
and software patents. The Code of Civil Procedure (Act No. 109 of 26 June 1996) and Rules of
Civil Procedure are the principal sources of law and regulation relating to the procedural aspects
of patent litigation in Japan. The Civil Provisional Remedies Act (Act No. 91 of 22 December
1989) governs provisional relief in connection with patent infringement, including preliminary
injunctions.

In Japan, prior court judgments, such as decisions and orders, do not have a legally binding effect
on the courts. In theory, courts are free to render judgments contrary to precedents. However,
precedents set by higher courts, especially the Supreme Court, substantially function as a source
of law for lower courts. Lower courts hesitate to render judgments that contradict rulings of higher
courts, as they are likely to be overruled by these courts. In this context, it can be said that court
precedents (that is, case law) are also sources of law.

Specific provisions relating to patents contained in international treaties prevail over the Patent
Act (Article 26, Patent Act).

The main international treaties relating to patents to which Japan is a party are the:
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• Paris Convention for the Protection of Industrial Property 1883.

• Patent Cooperation Treaty 1970.

• WTO Agreement on Trade-Related Aspects of Intellectual Property Rights 1994.

• WIPO Patent Law Treaty 2000.

 
Court System

2. In which courts/government bodies are patents enforced?

Generally, cases, including patent infringement cases, are first tried in a district court. Judgments
of district courts can be appealed to a high court (Koso appeal) and then to the Supreme Court
(Jokoku appeal). There is no jury system in Japan.

At first instance, two district courts have exclusive jurisdiction over patent cases in Japan. Claims
of patent infringement occurring in eastern Japan are subject to the exclusive jurisdiction of the
Tokyo District Court, and those occurring in western Japan are subject to the exclusive jurisdiction
of the Osaka District Court. The Tokyo District Court has four special divisions and the Osaka
District Court has two special divisions for intellectual property matters.

Koso appeals from district courts in patent infringement cases come under the exclusive
jurisdiction of the Intellectual Property High Court (IP High Court), which was established in April
2005 as a special high court dealing with IP matters only. The IP High Court has four general
divisions and one special division where a panel of five judges hears and decides cases.

Jokoku appeals from the IP High Court are filed with the Supreme Court. Supreme Court cases
are usually heard by one of the three Petty Benches composed of five justices.

Where the claim involves an international or cross-border element, Japanese courts may have
jurisdiction if the defendant is located in Japan or operates business in Japan and the claim relates
to that business, or if a patentee suffers damages as a result of the defendant's activities in Japan.
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3. Do the courts/government bodies deal with infringement, invalidity and
unenforceability simultaneously or must invalidity and/or unenforceability actions be
brought in separate proceedings?

The Patent Act grants the Japan Patent Office (JPO) the authority to determine patent invalidity.
To invalidate a patent, a person must either:

• File a trial with the JPO for invalidation (Muko-Shinpan).

• File an opposition with the JPO for cancellation (Igi-Moushitate).

In a patent infringement case, a court can also deny enforcement of the patent at issue if there
are grounds for invalidation (invalidity defence) (Article 104-3, Patent Act). However, a court
judgment on patent invalidity under Article 104-3 is only binding on the parties to the particular
case, and the JPO still has the authority to declare the general invalidity of a patent through a trial
for invalidation.

Although the existence of two different procedural tracks for patent invalidity actions raises the
issue of how to resolve contradictions between the decisions of the courts and the JPO, the IP High
Court is expected to apply consistent interpretations as an appellate court for both infringement
litigation and invalidity trials.

4. Who can represent parties before the court and/or government body?

In Japan, there are two types of legal representatives that handle patent matters for clients:

• Attorneys-at-law (Bengoshi).

• Patent attorneys (Benrishi).

Bengoshi are lawyers who have passed the regular bar examination and are registered with a bar
association. Benrishi are usually lawyers who have passed the patent bar exam and are registered
at the JPO.

Bengoshi can represent parties before courts in patent litigation. They are also allowed to appear
before the JPO. Benrishi can act as representatives for prosecution matters before the JPO,
including filing appeals against decisions of the JPO with the IP High Court. They can also co-
represent parties in patent litigation with a Bengoshi, provided that the Benrishi have passed the
Specific Infringement Litigation Representation Examination.
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5. What is the language of the proceedings? Is there a choice of language?

Court proceedings are conducted in Japanese.

6. To what extent are courts willing to consider, or bound by, the opinions of other
national or foreign courts, or other national or international bodies, that have handed
down decisions in similar cases?

Japanese courts are not bound by the opinions of foreign courts that have handed down decisions
in similar cases. See also Question 1.
 
Substantive Law

7. What does the claimant have to establish in a patent infringement claim?

Literal Infringement

A patentee has an exclusive right to work the patented invention commercially (Article 68, Patent
Act). Therefore, the unauthorised commercial working by a third party of a claimed invention
constitutes patent infringement. Under the Patent Act, "working" means the following acts:

• For a product patent (including a programme): the production, use, assignment, lease,
export, import, or the offer for assignment or lease, of the product.

• For a process patent: the use of the process.

• For a process patent for manufacturing a product: the use, assignment, lease, export, import,
or offer for assignment or lease, of the product manufactured by the process, in addition to
the use of the process.
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(Article 2(3), Patent Act.)

The protection of patent rights is limited to the technical scope of the claimed invention. In other
words, the technical scope of a claimed patented invention determines whether an act can constitute
patent infringement. Therefore, it is critical in patent litigation to determine the technical scope of
the claimed patented invention (claim construction or claim interpretation).

The technical scope of a patented invention must be determined based on the patent claims
(Article 70(1), Patent Act). The meaning of each term of the patent claim must be interpreted
in consideration of the statements in the specifications and the drawings (Article 70(2), Patent
Act). The statements in the abstract must not be taken into consideration (Article 70(3), Patent
Act). These provisions confirm that determination of the technical scope cannot deviate from the
statements of the patent claims. In addition to the primary sources described above, there are
several other supplemental sources used to interpret terms in claims, which have been confirmed
in many court decisions, such as prior art, patent prosecution history, and dictionaries.

Indirect Infringement

In addition to direct infringement, the following acts are deemed to be infringements as preliminary
or contributory acts of infringement (indirect infringement):

• For a product patent:

• the manufacture, assignment, lease, import, or the offer for assignment or lease of an
article to be used exclusively for the manufacture of the product;

• regarding an article that is used for the manufacture of the product (excluding articles
that are distributed widely and generally in Japan) and that is indispensable for the
resolution of the problem solved by the invention: the manufacture, assignment, lease,
import, or the offer for assignment or lease of the article with knowledge that the
invention is a patented invention and that the article is used for the working of the
invention; or

• possessing the product for the purpose of assignment, lease, or export of the product.

• For a process patent:

• the manufacture, assignment, lease, import, or the offer for assignment or lease of an
article to be used exclusively for the use of the process; or

• regarding an article that is used for the use of the process (excluding articles that are
distributed widely and generally in Japan) and that is indispensable for the resolution
of the problem solved by the invention: the manufacture, assignment, lease, import, or
the offer for assignment or lease of the article with knowledge that the invention is a
patented invention and that the article is used for the working of the invention.

• For a process patent for manufacturing a product: possessing the product produced by the
process for the purpose of assignment, lease, or export of the product.
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(Article 101, Patent Act.)

Doctrine of Equivalents

In the Ball Spline Shaft Patent case (24 February 1998) (Minsh# 52.1.113), the Supreme Court
held that the scope of patent protection can be extended beyond the literal wording of the claim
to cover a technological idea that can be regarded as equivalent, even if the product in question
does not literally infringe the patent (doctrine of equivalents). The doctrine of equivalents applies
if all the following five requirements are met:

• The missing element is not an essential part of the patented invention.

• The purpose of the invention can be achieved and the same effect can be obtained even if
this element is replaced.

• That replacement could be easily conceived by a person skilled in the art at the time of
infringement.

• The accused product was not identical to a publicly-known technology at the time of filing,
or could not be easily conceived by a person skilled in the art at the time of filing.

• There are no special circumstances, such as where the accused product was intentionally
excluded from the claims by the patentee during the filing procedure.

8. What defences are available to an alleged infringer?

In most patent infringement cases, an alleged infringer argues that:

• The accused product or process does not fall within the technical scope of the claimed
invention (non-infringement).

• There are grounds for invalidation of the patent (invalidity defence).

In addition, even when an act formally appears to constitute patent infringement, other defences
are sometimes recognised by the courts, for example:

• After a product relating to a patent is lawfully distributed by a patentee or an authorised
licensee, the effect of the patent does not extend to this product (exhaustion doctrine or first
sale doctrine).

• A patentee cannot block parallel imports, except when the patentee has concluded an
agreement to exclude Japan from the location of sale and use, and that has been clearly
indicated on the product (Supreme Court, Minsh# 51.6.2299, 1 July 1997 (BBS case)).
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• An alleged infringer who had already been working on the invention at the time of filing
of the patent application, without knowledge of the patent, is entitled to a non-exclusive
licence of this patent (prior use).

• The right to claim compensation for damages relating to patent infringement lapse by
prescription if it is not exercised within:

• three years from the time when the right holder became aware of the damages and of
the identity of the person that caused them; or

• 20 years from the act of infringement.

There are no defences based on laches or equitable estoppel.

There are certain restrictions on the enforcement of standard essential patents (SEPs) when the
patentee has made a fair, reasonable, and non-discriminatory (FRAND) declaration (see Question
23 and Question 38).

9. On what grounds can a patent be invalidated?

A patent can be invalidated if:

• It is granted with an inadmissible amendment.

• It is granted in violation of Articles 25 (enjoyment of rights by foreign nationals), 29 and
29-2 (patentability of inventions), 32 (unpatentable inventions), 38 (joint applications), or
39(1) to (4) (first-to-file rule) of the Patent Act.

• It is granted in violation of a treaty.

• It includes an insufficient disclosure of the invention or a deficiency in the description of
the claim.

• It is granted in a foreign language, and the features disclosed in the specifications or the
drawings do not remain within the scope of the features disclosed in the foreign language
application.

• It is filed by a person who is not the inventor and does not have the right to obtain a patent
for the invention.

• After the grant of the patent, the patentee becomes no longer eligible to hold the patent or
the patent becomes no longer compliant with a treaty.

• The patentee makes an inadmissible correction.
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(Article 123(1), Patent Act.)

See Question 3 for information on the two procedural tracks for patent invalidity actions.

10. Can a court only partially invalidate a patent or transform it into a utility model?

A court judgment on patent invalidity is only binding on the parties to the case. This means that
the JPO still has the authority to declare the general invalidity of a patent through a trial for
invalidation. The JPO can decide that only part of a patent is invalid (that is, invalidate certain
claims but not others).

A court cannot transform a patent into a utility model.

11. Is it possible to amend patent claims during enforcement proceedings?

A patent right becomes fixed on registration. Therefore, a patent specification can only be changed
by requesting a trial for correction (Teisei-Shinpan) (Article 126, Patent Act) or by simply
requesting a correction (Teisei-Seikyu) (Article 134-2, Patent Act) from the JPO, but not courts.
In both procedures, the correction is limited to the:

• Restriction of a claim or claims

• Correction of errors in the description or incorrect translations.

• Clarification of an ambiguous description.

• Deletion of citation to another claim.

A patentee can seek a trial for correction unless a trial for invalidation or an opposition for
cancellation is pending, or an appeal against a decision of the JPO on patent invalidity or
cancellation is underway.

Notably, if a trial for invalidation or an opposition for cancellation is filed, a patentee can request
correction (Teisei-Seikyu) within the time limit set in the relevant proceeding. For example, the
JPO must notify the parties in advance if it is going to issue a decision to invalidate or cancel
a patent. After that, a patentee is given an opportunity to correct the patent in response to this
advance notice.
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12. Are there any grounds on which an otherwise valid patent can be deemed
unenforceable?

The right to claim damages lapses by prescription if it is not exercised within three years or 20
years, as applicable (see Question 8). However, there are no defences based on laches or equitable
estoppel, as is often seen in US courts, even when a patentee delays filing a suit for an extended
period of time, but except where the patentee has implicitly granted a licence to use its patent to
the alleged infringer. In addition, there is no defence similar to the doctrine of inequitable conduct
in the US. Therefore, the fraud of a patentee during the examination of the patent by the JPO is
not a ground for unenforceability of the patent.
 
Parties to Litigation

13. Who can sue for patent infringement?

Patent Holder

A patentee can sue for patent infringement.

Co-Owner

A co-owner of a patent can seek an injunction against, and compensation for damages from, a
patent infringer regarding its own share of the patent.

Exclusive Licensee

A registered exclusive licensee (Senyo-Jisshikensha) can bring a lawsuit seeking an injunction
and compensation for damages. The licence must be registered in the Patent Register at the JPO
to take effect.

A non-registered exclusive licensee (Dokusenteki-Tsujo-Jisshikensha) can claim compensation for
its own damages. However, court decisions and opinions vary regarding whether a non-registered
exclusive licensee can request an injunction in subrogation of a patent owner.

Non-Exclusive Licensee
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A non-exclusive licensee (Hidokusenteki-Tsujo-Jisshikensha) cannot bring a lawsuit for patent
infringement.

Distributor

A distributor cannot bring a lawsuit for patent infringement.

Other

There are no other persons/entities that have the right to sue for patent infringement.

14. Under what conditions, if any, can an alleged infringer bring proceedings to obtain
a declaratory judgment on non-infringement or invalidity/unenforceability?

If a patentee sends a cease and desist letter to an alleged infringer (including its customers) without
reliable or definite facts proving the infringement, the alleged infringer can file a lawsuit to obtain
a declaratory judgment of non-infringement.

15.Who can be sued for patent infringement?

In principle, the defendant in a patent infringement case must be the person or entity that conducted
the act of commercially working the entire patent claim (direct infringement) or meets the
requirements for indirect infringement (see Question 7). Directors, officers, or a parent company
of a company that conducted the act of commercially working the patent will not generally be
liable for patent infringement except in cases of malicious acts.

At first instance, two district courts have exclusive jurisdiction over patent cases in Japan. Claims
of patent infringement occurring in eastern Japan are subject to the exclusive jurisdiction of the
Tokyo District Court, and those occurring in western Japan are subject to the exclusive jurisdiction
of the Osaka District Court.
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16. Is it possible to add or remove parties during litigation?

Under the Code of Civil Procedure, a court can order the consolidation of the procedures when
a claimant in a pending lawsuit brings a new lawsuit against another infringer based on the same
patent. A claimant can voluntarily dismiss a lawsuit against any defendant at any time before the
defendant files an answer with the court, but only with the defendant's consent after the defendant
has filed an answer.
 
Enforcement Options

17. What options are open to a patent holder when seeking to enforce its rights in your
jurisdiction?

Civil Proceedings

Civil remedies are available to a patentee, including injunctions and compensation of damages.

Criminal Proceedings

Any individual who has infringed a patent right can be liable to imprisonment with labour not
exceeding ten years or to a fine not exceeding JPY10 million (Article 196, Patent Act). In addition,
when an officer representing a company or a representative, employee, or any other servant of a
company has infringed a patent right in the course of the company's business, the company is, in
addition to the offender, liable for a fine not exceeding JPY300 million (Article 201, Patent Law).

Border Measures

Under the Customs Act (Act No. 61 of 2 April1954), a patentee can, on import of a potentially
infringing product, file a petition for an import suspension with the Customs Director by submitting
evidence establishing a prima facie case of infringement. The Customs Director has authority
to order the confiscation, destruction, or reshipment of goods subject to an import suspension.
Although there is no judicial procedure at the Customs Services (such as Section 337 investigations
by the US International Trade Commission) to determine whether products actually infringe IP
rights and should be excluded, this provision allows patentees to be involved in preventing the
importation of infringing goods.

Other
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Alternative dispute resolution procedures are available to resolve patent disputes, such as
conciliation and arbitration (see Question 21).

18. Is it compulsory to provide notice to an alleged infringer before commencing patent
proceedings?

It is not compulsory for a patentee to provide notice to an alleged infringer before commencing
litigation. Under the Unfair Competition Prevention Act (Act No. 47 of 19 May 1993), an alleged
infringer has the right to seek an injunction against a patentee's misrepresentation to customers,
and compensation for any damages suffered as a result.

19. To what extent do courts have jurisdiction or power to grant cross-border or extra-
territorial injunctions (preliminary or permanent)?

In principle, patent rights under the Patent Act can only be enforced within the territory of Japan.
Japanese courts will only grant injunctive relief if the act of patent infringement is conducted in
Japan (principle of territoriality). However, it is theoretically possible for a Japanese court to grant
an extra-territorial injunction against patent infringement conducted in another country, applying
this country's patent law, if the Japanese court has jurisdiction over the case.

20. To what extent do courts recognise the blocking effect of "torpedo" actions abroad
(proceedings between the same parties concerning the same subject matter that are
pending in another jurisdiction)?

The concept of "torpedo" actions is not recognised in Japan. Therefore, these actions do not have
a blocking effect on Japanese proceedings.
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21. To what extent are arbitration and alternative dispute resolution (ADR) methods
(such as mediation) available to resolve patent disputes?

 
Arbitration

Arbitration procedures are not frequently used in patent disputes, as the court system for the
protection of patents in Japan, comprised of the special IP division of the district courts and the IP
High Court, is effective in terms of speed of litigation and reliability of judgments.

The JPO has exclusive authority to declare the general invalidity of a patent through a trial for
invalidation and is not bound by arbitral awards.

ADR

Other ADR procedures (such as mediation) have not been frequently used in Japan for the same
reasons as for arbitration (see above, Arbitration). In October 2019, the Tokyo District Court and
the Osaka District Court introduced IP mediation procedures designed to resolve IP disputes in
a speedy, flexible, and reliable manner. The mediation committee is made up of one judge and
two experts (such as lawyers or patent attorneys). Mediation procedures are optional for parties
to court litigation.
 
Competition and Anti-Trust

22. Can a patent holder bring proceedings claiming both patent infringement and unfair
competition for the same set of facts?

A patent holder can bring proceedings claiming both patent infringement and unfair competition,
depending on the particular set of facts.

23. To what extent can enforcement of a patent expose the patent holder to liability
for an anti-trust violation?

In Japan, there are no statutory law stating that a violation of the Anti-Monopoly Act (Act No.
54 of 14 April1947) by a patentee constitutes a defence against patent infringement. However,
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under the abuse of right doctrine, a court can deny enforcement of a patent if this would result in
a serious violation of the Anti-Monopoly Act.

The IP High Court applied the abuse of right doctrine in a decision of 16 May 2014
(2013(Ne)10043, 2013(Ra)10007 and 2013(Ra)10008) (Apple v Samsung) and:

• Denied injunctive relief where the patentee had issued a FRAND declaration.

• Only granted damages equivalent to a royalty under that FRAND declaration.

In a decision of 22 July 2020 (2017(Wa)40337), the Tokyo District Court applied the abuse of
right doctrine and denied claims for both injunction and damages holding that the patentee's action
constituted unfair trade prohibited by the Anti-Monopoly Act.
 
Procedure in Civil Courts

24. What are the main stages of patent infringement proceedings?

To commence patent infringement litigation, the claimant must file a complaint with the court. A
complaint must contain a specific allegation of the fundamental and evidentiary facts. The claimant
must attach certain basic materials to the complaint, such as copies of the material documentary
evidence.

Once a complaint and summons are served, the defendant must file an answer with the court and
attach copies of the material documentary evidence to the answer. The judge then holds hearings of
both the claimant and defendant about once a month at a courtroom or a meeting room to determine
the disputed issues, after studying briefs submitted by the claimant and defendant.

Patent infringement proceedings are divided into two stages:

• The first stage (Shingai-Ron), where the court examines whether the accused product
infringes the patent.

• The second stage (Songai-Ron), where the court examines the amount of damages.

During the first stage, the specifications of the accused product are determined, the technical scope
of the patent is ascertained, and a comparison of the structural requirements of the patent with
the accused product is carried out. In addition, the judge often sets a date at the final phase of
the first stage for a technical presentation by both parties to have a better understanding of the
technical issues.
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If after hearing arguments and evidence from the parties, the judge reaches a conclusion in favour
of the defendant, the judge will not move the case to the second stage and can close the trial. If
the judge reaches a conclusion in favour of the claimant, the judge often discloses the conclusion
to the parties and makes a suggestion for settlement. The judge often sets several hearing dates
for settlement, suggesting appropriate terms and persuading the parties to make concessions. If
the parties do not reach a settlement, the judge can move the case to the second stage or render an
interlocutory judgment to conclude the first phase.

As there is no jury system in Japan, judges alone hear all arguments and evidence. At the district
courts, cases are usually heard by a panel of three judges.

In Japan, it is uncommon for judges handling patent cases to have scientific or technical
backgrounds. To have a better understanding of technical issues, judges can obtain support from
court researchers, who are technical experts (for example, former patent attorneys or examiners of
the JPO (Article 57, Court Act (Act No. 59 of 16 April 1947)), especially when they come across
highly complex technical issues. In addition, an expert commissioner system was introduced with
the amendment of the Code of Civil Procedure in 2003 to make further use of expert knowledge
(Article 92-2).

25. What are the rules and practice concerning evidence in patent infringement
proceedings?

Documents

A variety of evidentiary documents are submitted to the court in patent infringement litigation,
such as technical publications, experiment reports, and affidavits of experts' testimonies.

Witness Evidence

While the taking of witnesses' or parties' testimonies is common in civil lawsuits, the examination
of witnesses is rare in patent infringement lawsuits. The judge often reaches a conclusion based
solely on documents (including witness statements or affidavits) submitted by the parties.

Expert Evidence

The parties usually request private experts' affidavits, but the court can also designate an
independent expert if it considers it necessary. It is not usual to cross-examine or confront court-
appointed experts or party-appointed/private experts at trial.
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26. Is evidence obtained in criminal proceedings admissible in civil proceedings and
vice versa?

Evidence obtained in criminal proceedings is generally admissible in civil proceedings and vice
versa.

27. Is evidence obtained in civil proceedings admissible in other civil proceedings?

Evidence obtained in civil proceedings is generally admissible in other civil proceedings.

28. To what extent is pre-trial disclosure permitted and what other mechanisms are
available for obtaining evidence from an adverse party or third parties?

Pre-Trial Discovery

While not as compelling as the discovery procedures in the US, there are some statutory means
for obtaining evidence from an adverse party or third parties in Japan.

A party can file a motion for an examination and preservation of evidence before filing a lawsuit
(evidence preservation) (Shoko-Hozen). The requirement for an evidence preservation motion is
that it would be too late to conduct an appropriate examination of evidence if the court were to
wait for the scheduled presentation of evidence in court (Article 234, Code of Civil Procedure).
However, the courts often deny these motions in practice, unless the necessity is fully established,
because it would likely inflict irreparable harm on the defendant (as trade secrets of the defendant
may be disclosed to the other side). In addition, an order for evidence preservation does not have
a binding effect.

A party can also, before the commencement of a lawsuit, enquire in writing to the adverse party
about matters that are clearly necessary for the preparation of the lawsuit. The court can, on a
motion of a party, make dispositions before the commencement of a lawsuit to collect evidence
after hearing the adverse party (for example, a request for transmission of a document, a request
to government offices, and so on).

Other Mechanisms
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During a lawsuit, the court can, on request of a party, order the other party to produce documents
that are necessary to prove the alleged infringement or to assess damages caused by the
infringement. However, the submission of documents can be refused when there is a legitimate
reason, such as where a trade secret is involved (Article 105, Patent Act). When a party does
not comply with an order for the production of documents without a legitimate reason, there is a
presumption in favour of the claim made by the requesting party.

In addition, an amendment to the Patent Act that came into effect in October 2020 created a new
on-site inspection mechanism under which a court can appoint a fair and neutral expert to enter the
premises of the alleged infringer, conduct an examination necessary for proving the infringement,
and file a report on the results of the examination with the court (Article 105-2, Patent Act).

29. What level of proof is required for establishing infringement or invalidity/
unenforceability?

The standard of proof does not need to be beyond all doubt, but parties must show a high probability
of infringement or invalidity.

30. How long do patent infringement proceedings typically last?

The typical time frame from commencement of proceedings to judgment is around one to one
and a half years. There is no distinction between pre-trial and trial stages once a lawsuit is filed,
because there is no discovery procedure in Japan.

Fast-Track Procedures

Fast-track procedures are not available.

Timetable

In Japan, there is no mechanism for the parties to agree on a binding timetable for the proceedings.

Delay

Japanese courts tend to move along cases in the most timely and efficient manner, and are generally
averse to delaying tactics from the defendant. The Code of Civil Procedure provides that a court
can dismiss allegations or evidence that may delay the conclusion of litigation.
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Preliminary Relief

31. Is preliminary relief available, and if so what measures are available and under
what conditions?

Search and Preservation/Search and Seize Orders

See Question 28.

Injunctions

A patentee can request a preliminary injunction to stop infringement when it is necessary to avoid
substantial damage or imminent danger to the patentee (Article 23(2), Civil Provisional Remedies
Act). The necessity is determined taking into consideration the specific circumstances of each
particular case. Although a preliminary injunction is usually a good way for a right holder to
obtain fast relief from infringement, the preparation of motions for preliminary injunctions in
patent infringement cases is time-consuming, and the proceedings also take a considerable time
(sometimes taking as long as the main lawsuit) unless the infringement is clearly proved.

As a preliminary injunction is likely to cause extremely severe damage to the respondent, the
judge must hold oral proceedings or an interrogation of the respondent in court (Article 23(4),
Civil Provisional Remedies Act). In practice, the courts usually hold an interrogation, but oral
proceedings are rarely initiated.

Where a preliminary injunction is granted, the respondent can file a motion with the court to order
the patentee to start main proceedings.

Other

There are no other forms of preliminary relief available.

32. Can a defendant file a protective writ?

Protective writs are not used in Japan.
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33. What is the format/procedure of preliminary injunction proceedings?

General

In a preliminary injunction case, the judge calls in counsel for both the petitioner and respondent
about once every month or three weeks. If the main lawsuit and the motion for preliminary
injunction are filed jointly, the preliminary injunction case can be heard in parallel to the main
lawsuit.

Preliminary injunction cases are heard by either a panel of three judges or by a single judge. When
the preliminary injunction case is heard in parallel to the main lawsuit, a panel of three judges
usually hears the case.

Level of Proof

Unlike in main proceedings (see Question 29), the level of proof required is the existence of a
prima facie infringement.

Evidence

The evidence submitted in a preliminary injunction case is limited to that which can be examined
immediately. There is no commissioning of investigations or examination of witnesses.

Patent Validity

The respondent can raise an invalidity defence against the patent at issue in preliminary injunction
proceedings, as in the main lawsuit.

Length of Proceedings

The average length of preliminary injunction proceedings for all IP cases (including patent
infringement) is around half a year.

34. If a preliminary injunction is granted and the main infringement action is finally
lost, can the defendant claim damages for the unjustified preliminary injunction?
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The court usually orders a petitioner to deposit a bond before granting a preliminary injunction,
which is expected to compensate the damage incurred by the respondent if the preliminary
injunction is overruled at a later stage. The amount of the bond is decided on the basis of the
foreseeable damages the respondent would suffer (for example, lost profits until the judgment in
the main lawsuit becomes final and binding).
 
Final Remedies

35. What remedies are available against a patent infringer?

Permanent Injunction

A patentee can require a person or entity that is infringing or is likely to infringe its patent to
discontinue the infringement or refrain from infringing (Article 100, Patent Act). The court can
grant a permanent injunction to that effect, and the effect of the injunction is limited to the infringer.

Monetary Remedies

To claim damages, a patentee must prove the three following elements:

• The infringer was wilful or negligent in the act of infringement.

• The amount of damages incurred by the patentee.

• Causation between the act of infringement and the damages.

To alleviate the burden of the patentee, the Patent Act includes statutory presumptions. First, the
negligence of the infringer is presumed (Article 103, Patent Act). The other presumptions relate to
damages. Although punitive damages are not permitted in Japan, there are special presumptions
of the amount of damages, as follows:

• The amount of damages is presumed to be the sum of money obtained by multiplying
the quantity of infringing products by the unit profit that could have been gained by the
patentee if there had not been infringement (Article 102(1), Patent Act).

• The profits gained by the infringer through the act of infringement are presumed to be the
amount of damages (Article 102(2), Patent Act).

• Damages can be presumed to be equal to the amount of royalties the patentee would have
been entitled to receive (Article 102(3), Patent Act).
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The claimant must request damages to be calculated according to one of the above presumptions
for them to apply.

These presumptions do not prevent the claimant from claiming compensation that exceeds these
amounts (Article 102(4), Patent Law).

The court can award interest on damages at 3% per annum. The interest rate for claims brought
before the end of March 2020 is 5% per annum.

Delivery up or Destruction of Infringing Goods

A patentee can demand the:

• Destruction of articles produced through an act of infringement.

• Removal of the facilities used for the act of infringement.

• Other measures necessary to prevent the infringement.

Publication of the Decision

In most IP cases, court decisions are made publicly available on the court's website.

Recall Order

Recall orders are not generally available in Japan.

Declaration of Infringement and Validity

Declaratory judgments are available, depending on the particular set of facts.
 
Appeal Procedure

36. What avenues of appeal are available for a defeated party and on what basis?

The losing party in a district court case can file an appeal to the IP High Court (Koso appeal) within
two weeks of the day of service of the judgment on the appellant. A Koso appeal court conducts
fact-finding proceedings. Therefore, the grounds for Koso appeal can include both:

• Errors in the application of the law in the judgment.
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• Errors in findings of fact.

The typical length of Koso appeal cases in a patent infringement lawsuit is six to 12 months.

The losing party in an IP High Court case can file a Jokoku appeal to the Supreme Court within
two weeks of the day of service of the judgment on the appellant. The Supreme Court rules on
matters of law and is bound by the facts found at the IP High Court. Therefore, the grounds for
a Jokoku appeal are limited to:

• Violations of the Constitution in the IP High Court judgment.

• Substantial procedural illegalities in the lower court.

In addition, the losing party can file a petition for a Jokoku appeal (Jokoku-Juri-Moushitate) on
the grounds that the judgment contains an important issue of interpretation of law or is contrary
to precedent. However, the Supreme Court can exercise its discretion on whether to grant this
petition.

Generally, if an appeal is filed, relief granted by a district court at first instance is stayed pending
the outcome of the appeal. Even if the district court declares provisional execution, which allows
the claimant to execute the court decision (injunction and/or damages) before the outcome of the
appeal, the defendant can request a stay of execution based on a pending Koso appeal. On request,
the court will usually order a stay of execution, provided that the defendant posts a security deposit.
While courts make a determination on a case-by-case basis, the average amount of deposit, in the
case of damages, is about 70% of the amount granted in the judgment.
 
Litigation Costs

37. What level of cost should a party expect to incur to take a case through to a first
instance decision, preliminary injunction proceedings and appeal proceedings?

A patentee that files for a lawsuit or preliminary injunction for patent infringement must pay filing
fees by affixing revenue stamps to the complaint or other documents in an amount set in the Civil
Litigation Costs Act (Act No. 40 of 6 April 1971). Attorneys' fees will also be incurred. These are
usually calculated on either a time-charge basis or retainer/contingency basis.

The losing party must pay the litigation costs (Article 61, Code of Civil Procedure), which are
limited to filing fees, transport fees for court-appointed experts, and so on. Attorneys' fees are not
included in the litigation costs. However, there is a general tort rule under which a person who is
damaged by a tortuous act, including patent infringement, can recover reasonable attorneys' fees
as part of the damages at the discretion of the court, but not as litigation costs (typically about
10% of the amount of granted damages).
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Standard Essential Patents (SEPs), Fair, Reasonable and Non-
Discriminatory (FRAND) Licensing, and Anti-Suit Injunctions

38. In addition to the answers to questions 8 and 23, are there any features of your
jurisdiction's patent law or litigation procedure that make it attractive or unattractive
to either SEP holders or implementers/willing licensees for the resolution of disputes
over fair reasonable and non-discriminatory (FRAND) licensing and standard essential
patents (SEPs)?

In its 2014 decision in the Apple v Samsung case, the IP High Court has held that, under the abuse
of right doctrine, the following limitations apply to the enforcement of SEPs:

• A patentee who made a FRAND declaration cannot seek injunctive relief against a party
who indents to be licensed in accordance with that FRAND declaration.

• A patentee who made a FRAND declaration cannot claim damages for an amount that
exceeds a royalty payable under that FRAND declaration, unless the alleged infringer is
considered an unwilling licensee.

39. How should SEP holders negotiate in your jurisdiction to comply with any FRAND
undertaking (or RAND undertaking) that they have given in relation to SEPs?

The JPO's Guide to Licensing Negotiations Involving Standard Essential Patents and the METI's
Good Faith Negotiation Guidelines for Standard Essential Patent Licenses provide guidelines on
the steps parties should take to be considered as negotiating in good faith, helping implementers
to avoid injunctions and right holders to secure appropriate compensation. For example, an SEP
holder that seeks injunctive relief before or immediately after sending a warning letter to the
implementer, or immediately after opening negotiations, may be considered as acting in bad faith.

https://www.jpo.go.jp/e/support/general/sep_portal/document/index/guide-seps-en.pdf 
https://www.meti.go.jp/english/press/2022/0331_001.html 
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40. How do courts in your jurisdiction calculate FRAND royalty rates?

The IP High Court has adopted a top-down approach to calculating FRAND royalties, using the
following formula: sales amount x percentage of the contribution of the standard to the products
x aggregate royalty rate (5%)) / number of the SEPs necessary for the standard (Apple v Samsung
case).

41. To what extent are courts in your jurisdiction willing to grant anti-suit injunctions
in the context of disputes over FRAND licensing and SEPs?

There are currently no laws or court decisions dealing with anti-suit injunctions.
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